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Appellant hereby requests that a panel of examiners formally review the legal and 



factual basis of the rejection in the above-identified application prior to the filing of an appeal 
brief. Appellant asserts that the outstanding rejections s (now on appeal by virtue of the 
concurrently filed Notice of Appeal) are clearly improper based both upon errors in facts and 
the omission of essential elements required to establish anticipation (i.e., the prior art 
references fail to disclose, teach or suggest all the recited claim features). 

APPEALED REJECTIONS 

Appellant is appealing the rejection of claims 1-12 and 14-17 under 35 U.S.C. 102(e) 
as being anticipated by Tseng et al. (U.S. 6,172,974; hereafter "Tseng") and the rejection of 
claims 1-17 under 35 U.S.C. 102(e) as being obvious from Valentine (U.S. 6,600,740; 
hereafter "Valentine"). 

ARGUMENTS FOR TRAVERSAL 

Appellant traverses the prior art rejections because the cited prior art fails to disclose, 
teach or suggest all the features recited in the rejected claims. To establish anticipation or 
obviousness, the prior art must teach or suggest all the features recited in the rejected claims. 
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Sir: 



However, the cited prior art fails to disclose, teach or suggest the claimed digital 
telecommunication system "wherein the first and second transcoder units each include speech 
codecs and each of the terminals comprises one or more speech codecs, each including an 
encoder unit and a decoder unit, the terminals being arranged to provide information 
regarding the supported one or more speech codecs to their associated switching centres; the 
first centre is configured to perform handshaking with the second centre, the handshaking 
including indication of the speech codecs supported by the calling terminal, wherein at least 
one of the first and second centres is configured to choose the speech codec used commonly 
by the calling and called terminals, and wherein at least one of the first and second centres is 
configured to establish call connections that bypass one or more of the transcoder units or to 
control the transcoder units to transmit encoded speech between the called and calling 
terminals without performing speech encoding operations so that speech is encoded and 
decoded only in the terminals," as recited in independent claim 1 . 

Moreover, the cited prior art fails to disclose, teach or suggest the claimed centre in a 
digital telecommunication network configured to receive information regarding supported 
one or more speech codecs of a calling terminal, each speech codec including an encoder unit 
and a decoder unit, and connect a transcoder located in a transcoder unit to a call connection 
when required, wherein: the centre is configured to perform handshaking with another centre 
associated with a called terminal, the handshaking including indication of speech codecs 
supported by the calling terminal associated with the centre, the centre also being configured 
to choose the speech codec commonly used by the terminals...," as recited in independent 
claim 14. 

In accordance with the claimed invention, the TFO/TrFO negotiation is terminal- 
driven, i.e., the speech codecs supported by the terminals are indicated to the switching 
centres, which thereafter control the operation. That is, the MSCs receive indications from 
terminals about their supported speech codecs, the MSCs decide the most appropriate speech 
codec (e.g, the best encoder unit among a plurality of commonly supported encode units), the 
MSCs indicate the chosen speech codec to the terminals, and, only if no common speech 
codec is available, then the MSCs control the operation of the transcoders. 

Thus, the claimed invention relates to transcoder-free operation (TrFO) in a mobile 
communication system, wherein the transcoders are not a part of the transmission path, but 
they are only connected, when particularly needed. In such a system, a switching centre 
controls the operation of a transcoder; TrFO is a default setting, and only when no common 
speech codec is available for the terminals of the connection. A MSC connects a transcoder 
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from a transcoder unit for the connection. In search of a common speech codec, the MSCs 
are then informed of the speech codecs supported by the terminals, and the MSCs choose the 
best speech codec to be used on the connection. 

The final rejection asserted that both Tseng and Valentine each teach or suggest the 
above-identified claim features. 

However, the identified section of Tseng, e.g. col. 7, lines 1-46 and col. 9, lines 40-60, 
and Tseng generally, merely teaches a conventional signaling method for achieving a 
tandem-free operation (TFO) in a mobile-to-mobile call (MMC) in a telecommunication 
system. Tseng's centers are arranged to transmit capability signals to each other to indicate 
whether the centers are capable of transcoding (or cross transcoding, if needed). In Tseng's 
inter-system TFO, in each system, the transcoders are always part of the transmission path 
and transcoding is a default setting for the operation. Thus, the TFO of Tseng is MSC- 
driven, i.e., all the TFO negotiation disclosed in Tseng relates to whether the opposite MSC is 
capable of transcoding or cross transcoding. As a result, transcoders are bypassed by sending 
low frequency tone signals to opposing centers. However, Tseng fails to disclose, teach or 
suggest the idea of using appropriate low frequency tone signals for signaling the start of 
TFO operation. 

The final rejection has erroneously asserted that Tseng discloses that the terminals 
indicate their supported speech codecs to their associated switching centers. However, 
Tseng fails to teach or suggest any activity, wherein a terminal would indicate its speech 
codecs to a switching center . Tseng merely discloses an inter-system (GSB/TDMA/CMDA) 
TFO operation, wherein the speech codecs of the terminals are system-dependent, i.e., the 
respective switching center are always aware of speech codecs supported by the terminals. 
Hence, in Tseng, there is no need to indicate the speech codecs supported by the terminals to 
the switching centers. Simply put, the terminals of Tseng do not participate in the selection 
of inter-MSC coding . 

Furthermore, the final rejection erroneously asserted that Tseng discloses a system 
wherein at least one of the first and second centers is configured to choose the speech codec 
used commonly by the calling and called terminals. To the contrary, Tseng's centers only 
receive an indication whether the center on the opposite side is capable of transcoding or 
cross transcoding; thus, Tseng's centers do not choose any codec for the terminals to use . 

Accordingly, Tseng fails to disclose, teach or suggest the present invention, wherein a 
TFO negotiation is terminal-driven, i.e., the speech codecs supported by the terminals are 
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indicated to the MSCs, and in the TFO negotiation, transcoders are only connected, if no 
commonly supported speech codec is found. 

Similarly, the final rejection asserted that the newly cited reference Valentine also 
teaches or suggests the above-identified claim features. However, the identified section of 
Valentine 5 e.g. col. 3, lines 25-56, column 4, lines 36-65, column 5, lines 10-65 and column 
7, lines 25-41)and Valentine generally, merely teach a method for adapting speech codec 
algorithms on a telecommunication connection including multiple different speech codecs. In 
Valentine, the originating network and the terminating network perform handshaking, which 
indicates the codecs used by the originating network/terminal and the terminating 
network/terminal. If the codecs are different, the speech codec algorithms of both codecs are 
adapted to produce a best fit encoding matching. Consequently, Valentine does not relate to 
choose a speech codec for a tandem-free MMC. As a result, Valentine fails to disclose, 
teach or suggest the claimed invention directed to terminal-driven TFO/TrFO negotiation. 

CONCLUSION 

Therefore, it is respectfully requested that the panel return a decision concurring with 
Appellant's position and eliminating the need to file an appeal brief because there are clear 
legal and/or factual deficiencies in the appealed rejections. Specifically, the teachings of the 
cited prior art, analyzed individually or in combination, fail to disclose, teach or suggest all 
the features recited in the rejected claims. There/ojre L ^ case of anticipation has not been 
established.^ Thus, all pending claims are patentab/ 
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